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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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DETAILED ACTION 

Amendment filed on December 14, 2009 has been acknowledged. Claims 16-25 
are pending. 

Response to Amendment 

Rejection of Claims 16-18 and 21-25 as being anticipated by Mimura (US 
6080364) has been modified in light of applicants' amendments. 

Rejection of Claims 19-20 as being unpatentable over Mimura in view of 
Hanaway has been modified in light of applicants' amendments. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 16 and 22 recites the limitation "the rack supply line". There is insufficient 
antecedent basis for this limitation in the claim. It is believed that applicants intend to 
recite -the rack supply section-. 

3. Claim 23 recites the limitation "transfer passages" in lines 3-4. There is 
insufficient antecedent basis for this limitation in the claim. 

4. Claim 24 recites the limitation "a rack" in line 4. There is insufficient antecedent 
basis for this limitation in the claim. 

5. Claim 25 recites the limitation "a rack" in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims'! 6-1 8 and 21-25 rejected under 35 U.S.C. 102(b) as being anticipated by 
Mimura (JP 10-097754) (English translation provided in US 6080364). 

Regarding claims 16 and 22, Mimura teaches an automatic analyzer. The 
analyzer comprises an analysis unit (the system as a whole as shown in Figure 1) for 
analyzing specimens. Mimura further teaches a rack supply section (75). Applicants 
further recite the rack supply section (75) supplies "common racks holding patient 
specimens to be samples for the analysis by the analysis unit, and specific racks 
holding specific liquid to be repeatedly sampled as needed for analysis of the patent 
specimens." Examiner notes that common racks and specific racks are recited in an 
intended use limitation and therefore are not positively recited. The claim limitation 
merely requires a rack supply section that is capable of supplying common racks 
holding patient specimens to be samples for the analysis by the analysis unit, and 
specific racks holding specific liquid to be repeatedly sampled as needed for analysis of 
the patent specimens. It is suggested that applicants positively recite common racks 
and specific racks to be of any patentable significance. Mimura further teaches a rack 
feed line (disclosed as means for transferring in col. 4, lines 54-55) connected to the 
rack supply section (75). Mimura further teaches a rack standby disk (76) connected 
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to the rack feed line (disclosed means for transferring in col. 4, lines 54-55). Applicants 
further recite the rack standby disk that is connected to the rack feed line receives "the 
common and specific rack from the rack feed line." As stated above, the common and 
specific racks are not positively recited as they are recited in an intended use limitation. 
Applicants must positively recite the common and specific racks to have any patentable 
significance over the prior art. Mimura further teaches a rack recovery line (25). 
Applicants further recite "for receiving the common racks from the rack standby disk." 
Again, the common and specific racks are not positively recited as they are recited in an 
intended use limitation. Applicants must positively recite the common and specific racks 
to have any patentable significance over the prior art. Mimura further teaches a 
control unit (40) connected to the rack supply section (75), the rack feed line 
(disclosed means for transferring in col. 4, lines 54-55), the rack standby disk (76) and 
the rack recovery line (25) controlling transfer of the common racks and the specific 
racks from the rack supply section (75) to the rack standby disk (76). The control unit 
(40) further controls rotating and stopping of the rack standby disk (76) in a state such 
that the plurality of common racks and specific racks are made to standby thereon in a 
mixed state and controls transferring of the racks on the rack standby disk (76) towards 
a rack recovery section after treatment. The common and specific racks as recited in 
the functioning of the control unit. Mimura teaches specific sample racks to be used 
repeatedly like reference sample racks (77 or 74) and control sample racks (77 or 74) 
held by the standby disk (76). These racks are equivalent to applicant's recited 
common and specific racks. (Refer to Col. 4, Lines 49-67 to Col. 5, Lines 1-26) The 
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control unit (40) of Mimura controls rotating and stopping of the rack standby disk (76) 
in a such a state such that the plurality of reference sample racks and control sample 
racks are made to standby in a mixed state and controls transferring of the racks 
towards a rack recovery section. (Refer to Col. 4, Lines 49-67 to Col. 5, Lines 1-26) 
Applicants further recite "a rack recovery section". This structural feature is not 
positively recited and therefore is of no patentable significance over the prior art. 
Mimura further teaches a reading device (71 ) for reading discriminating information of 
the common and the specific racks prior to the rack standby disk (76) receiving the 
common and specific racks from the rack feed line (disclosed as means for transferring 
in col. 4, lines 54-55) and disposed proximate to the rack feed line (disclosed as means 
for transferring in col. 4, lines 54-55). Mimura further teaches a rack transfer means 
(20) that transfers the common and specific racks from the rack standby disk (76) to a 
specimen sampling position on the analysis unit (the system as a whole as shown in 
Figure 1) and returns the common specific racks from which the specimens and specific 
liquids have been sampled in the specimen sampling position to the rack standby disk 
(76). Mimura further teaches the control unit (40) controls transfer of the common and 
specific racks, the control sample racks (77) or the reference sample racks (74) as 
disclosed in Mimura, based on the discriminating information read by the reading device 
(71 ) so that the common racks are carried toward the rack recovery section after 
treatment, and the specific racks are kept standing by on the rack standby disk (76) until 
a subsequent time of measurement of the specific rack. (Refer to Col. 5, Lines 1 -51 ) 
(Refer to Col. 24, Lines 57-68 to Col. 25, Lines 1-11) Regarding claim 22, applicants 
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recite the control unit (40) controls "transfer of the common and specific racks based on 
the discriminating information read by the reading device and after a preceding rack is 
returned to the rack standby disk from the specimen sampling position, a subsequent 
rack is transferred to the sampling position via the rack transfer means." Applicants do 
not positively recite a preceding rack and a subsequent rack in body of the claim as a 
whole. Thus, a preceding rack and a subsequent rack is of no patentable significance 
over the prior art. The control unit (40) of Mimura is capable of transferring different 
types of racks. 

Regarding claim 17, the rack standby disk (76) is disposed in a rack delivery unit 
(70). (See Figure 1 ) 

Regarding claim 18, Applicants recite "wherein a position of the rack standby 
disk for receipt of a pretreatment rack from the rack feed line in which a specimen is to 
be sampled and a positon of the rack standby disk for carrying-out of an aftertreatement 
rack from which a specimen has been sampled are used in common." This limitation is 
considered a process or intended use limitation, which does not further delineate the 
structure of the claimed apparatus from that of the prior art. Since these claims are 
drawn to an apparatus statutory class of invention, it is the structural limitations of the 
apparatus, as recited in the claims, which are considered in determining the 
patentability of the apparatus itself. The recited process or intended use limitation is 
accorded no patentable weight to an apparatus. Process limitations do not add 
patentablility to a structure, which is not distinguished from the prior art. A recitation of 
the intended use of the claimed invention must result in a structural difference between 
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the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. See In re Casey, 152 USPQ 235 (CCPA 1967); 
and In re Otto, 136 USPQ 458, 459 (CCPA 1963). The Courts have held that it is well 
settled that the recitation of a new intended use, for an old product, does not make a 
claim to that old product patentable. See In re Schreiber, 128 F.3d 1473, 1477, 44 
USPQ2d 1429, 1431 (Fed. Cir. 1997). The Courts have held that the manner of 
operating an apparatus does not differentiate an apparatus claim from the prior art, if 
the prior art apparatus teaches all of the structural limitations of the claim. See Ex Parte 
Masham, 2 USPQ2d 1647 (BPAI 1987) (see MPEP § 2114). Additionally, Examiner 
would like to point out that applicants recite an "pretreatment rack" and "aftertreatment 
rack" in an intended use limitation and therefore are not positively recited. The recited 
pretreatment and aftertreatment racks are of no patentable significance over the prior 
art as they are not positively recited. 

Regarding claim 21 , applicant recites "wherein said control unit controls transfer 
of an emergency rack as one of the racks holding a specimen, which needs urgent 
measurement, said emergency rack being received by said rack standby disk, and 
when said rack standby disk holds the emergency rack, another one of the racks for 
which sampling and treatment of a specimen is being performed in said analysis unit, 
is suspended and temporarily returned onto the rack standby disk, wherein the 
emergency rack is transferred to the specimen sampling position of the analysis unit 
from the rack standby disk after the sampling and treatment of the specimen and 
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wherein the suspended rack is then transferred to the specimen sampling position on 
the analysis unit from the rack standby disk so that the sampling and treatment for the 
specimen are resumed for the suspended rack." The above recitation is clearly a 
functional limitation. The language does not constitute a limitation in any patentable 
sense in apparatus claims. The control unit of Mimura is clearly capable of performing 
the claimed function as it is automated system. Mimura further teaches a control unit 
(40) controlling transfer of the racks in a manner that after a preceding rack is returned 
to the rack standby disk (70) from the specimen sampling position (4A or 4B), a 
subsequent rack is transferred via the rack transfer means. 

Regarding claim 23, Mimura teaches the control unit (40) transfers of the racks in 
a manner that so long as the sum of the number of racks actually held on the rack 
standby disk (76) and the number of racks present on transfer passages (20 and 25) of 
the rack transfer means is smaller than the number of racks that can be held on the rack 
standby disk. This control unit (40) is capable of performing the above limitation as it is 
an automated system. 

Regarding claim 24, the analysis unit (the system has a whole shown in figure 1) 
is one among multiple units including biochemical analysis units (3A-3G) which analyze 
items of biochemical analysis and immunity analysis units which analyze items of 
immunity analysis. The control unit controls transfer of the racks (74 or 77) in a manner 
that when a rack holding a specimen, for which items of biochemical analysis and items 
of immunity analysis are to be analyzed, is received on the rack standby disk (76), the 
rack is transferred to the immunity analysis unit (3A-3G) from the rack standby disk (76) 
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before being transferred to the biochemical analysis unit, and after the rack having been 
subjected to sampling and treatment of the specimen in the immunity analysis unit is 
returned to the rack standby disk (76), the rack is transferred to a specimen sampling 
position on the biochemical analysis unit from the rack standby disk (76). 

Regarding claim 25, the control unit (40) controls transfer of the racks in a 
manner that until re-measurement is decided on the basis of results of analysis of a 
specimen sampled at the analysis unit, a rack having been subjected to sampling and 
treatment of the specimen is kept standing by on the rack standby disk (76), and when 
re-measurement is necessary, the rack (74 or 77) having stood by is again transferred 
to the specimen sampling position on the analysis unit from the rack standby disk (76). 
(Refer to Col. 7, Lines 59-63 and Col. 24, Lines 57-67 to Col. 25, Lines 1-11) 
Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

1 1 . Claims 19-20 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Mimura in view of Hanaway. 

Refer above for the teachings of Mimura. 

Mimura fails to teach the rack standby disk is disposed in an evaporating 
protecting chamber, in which air is maintained higher in humidity than an outside air. 

Hanaway teaches a specimen tray assembly for use in an automatic analyzer. 
The assembly comprising of an evaporation protecting chamber (See Figures 2, 4 and 
5). 

It would have been obvious to a person of ordinary skill in the art to modify the 
device of Mimura such that the rack standby disk is disposed in an evaporating 
protecting chamber as suggested by Hanaway to achieve the predictable results of 
reducing evaporation and there is no undue evaporation of the contents of the cuvettes. 
(See Col. 7, Lines 28-31) 
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Response to Arguments 

12. Applicant's arguments filed on December 14, 2009 have been fully considered 
but they are not persuasive. In the remarks, applicants address the amendments made 
to independent claims 16 and 22. However, no acknowledgement is made as to what 
claimed feature is not taught or disclosed by the primary reference, Mimura. The 
amendments to the claims are addressed in the above rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTI NAGPAUL whose telephone number is (571)272- 
1273. The examiner can normally be reached on Monday thru Friday (10:00-7:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Jyoti Nagpaul/ 
Examiner, Art Unit 1797 



